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DETAILED ACTION 

Continued Examination Under 37 CFR 1.114 

1 . A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1.17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on August 
18, 2008 has been entered. 

2. Claims 1-10 and 21 are pending. 

Response to Amendment 

3. The objection to claim 2 has been withdrawn in light of applicants' amendments 
and arguments. 

4. Previous rejections of claims 1 -1 0 under 35 USC 1 02(b) as anticipated by Ryan 
et al. and Mansfeld et al. have been withdrawn in light of applicants' amendments and 
arguments. 

Claim Rejections - 35 USC § 102 

5. The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

6. Claims 1-10 are rejected under 35 U.S.C. 102 (b) as being anticipated by Wahle 
etal. (USP 6,242,220). 
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Wahle discloses a method for preparing biological samples for analysis, 
comprising placing the biological sample on a two-dimensional support, applying 
protein-precipitating or denaturing first solution L1 to the biological sample on the 
support at a first temperature for a predetermined first time period (column 10 lines 8- 
15); applying a protein-precipitating or denaturing solution L2 to the biological sample 
on the support at a second temperature for a predetermined second time period on the 
support, with T2 being lower than T1 (column 10 lines 15-21); and then drying the 
sample on the support (column 1 0 lines 1 6-1 7). An additional air drying of the sample 
takes place between process steps b) and c) (column 10 lines 9-10). The biological 
sample is a cell sample (column 9). Solution L1 is a solution with a critical pH value and 
solution L2 is a salt solution. T1 covers a temperature range of -10 degrees Celsius to 
60 degrees Celsius (column 10 lines 8-15). After step d), the biological samples are 
subjected to a protein-chemical separation method (column 10 lines 22-30). 



Claim Rejections - 35 USC § 103 

7. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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8. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

9. Claims 1-10 and 21 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Stapleton (USP 5,436,129) in view of Wahle et al. (USP 6,242,220). Stapleton 
discloses a method for preparing biological samples for analysis (Example 1) 
comprising applying the sample to a slide, applying solutions to the sample to denature 
the protein (column 18 lines 36-50), changing the temperature of the sample (column 17 
lines 27-45) and drying the sample between treatments (column 17 lines 24-26; column 
18 lines 14-17; column 18 lines 49-50). 

Stapleton does not expressly teach applying the protein denaturing solution at 
one temperature, then leaving the solution while lowering the temperature. Wahle is 
analogous art as it also discloses a method of preparing a biological sample for 
analysis. Wahle discloses a method for preparing biological samples for analysis, 
comprising placing the biological sample on a two-dimensional support, applying 
protein-precipitating or denaturing first solution L1 to the biological sample on the 
support at a first temperature for a predetermined first time period (column 10 lines 8- 
15); applying a protein-precipitating or denaturing solution L2 to the biological sample 
on the support at a second temperature for a predetermined second time period on the 
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support, with T2 being lower than T1 (column 10 lines 15-21); and then drying the 
sample on the support (column 10 lines 16-17). An additional air drying of the sample 
takes place between process steps b) and c) (column 10 lines 9-10). The biological 
sample is a cell sample (column 9). Solution L1 is a solution with a critical pH value and 
solution L2 is a salt solution. T1 covers a temperature range of -10 degrees Celsius to 
60 degrees Celsius (column 10 lines 8-15). After step d), the biological samples are 
subjected to a protein-chemical separation method (column 10 lines 22-30). 

An advantage of the Wahle protocol is that it is available in kit form, thus making 
it faster and easier to conduct the sample preparation (Example 1 ). Thus, it would have 
been obvious to apply the protocol of Wahle to the slide preparation of Stapleton in 
order to gain the advantages of shorter preparation time. 

Response to Arguments 

1 0. Applicant's arguments, see Request for Continued Examination, filed 8/1 8/08, 
with respect to the rejection(s) of claim(s) 1-10 under Ryan et al. and Mansfeld et al. 
have been fully considered and are persuasive. Therefore, the rejection has been 
withdrawn. However, upon further consideration, a new ground(s) of rejection is made 
in view of Wahle et al. as well as in view of Stapleton (USP 5,436,129) and further in 
view of Wahle et al. 
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Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to KERI A. MOSS whose telephone number is (571)272- 
8267. The examiner can normally be reached on 9-5:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jill Warden can be reached on (571)272-1700. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/Keri A. Moss/ 
Examiner, Art Unit 1797 



/Jill Warden/ 

Supervisory Patent Examiner, Art Unit 1797 



